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DETAILED ACTION 

Amendment C, filed Mar 10, 2003, has been entered. 

Claim Rejections - 35 USC § 102 

The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 
A person shall be entitled to a patent unless - 

(e) the invention was described in a patent granted on an application for patent by another filed in the 

L l^l^f ^ 1 ^ there ° f by thS appNcant for patent ' or on an international application 
S« hS »h 8 Ulfi ' ! d tne / equirements of paragraphs (1), (2), and (4) of section 371(c) of this 
title before the invention thereof by the applicant for patent. 

The changes made to 35 U.S.C. 102(e) by the American Inventors Protection Act 
of 1999 (AIPA) and the Intellectual Property and High Technology Technical 
Amendments Act of 2002 do not apply when the reference is a U.S. patent resulting 
directly or indirectly from an international application filed before November 29, 2000. 
Therefore, the prior art date of the reference is determined under 35 U.S.C. 102(e) prior 
to the amendment by the AIPA (pre-AlPA 35 U.S.C. 102(e)). 

Claims 24-27 are rejected under 35 U.S.C. 102(e) as being anticipated by 
Vollkommer et al. (US 6531822). 

Vollkommer discloses a dielectrically impeded discharge lamp with a discharge 
vessel having electrodes and two at least partially parallel vessel walls, at least one 
electrode being separated from the interior of the discharge vessel by a dielectric, a 
spacer made from an optically transparent insulating material and having a spherical 
shape, the spacer having an optically diffuse surface and being arranged inside the 
discharge vessel between the two vessel walls and in contact with the two vessel walls 



Application/Control Number: 09/719,986 Page 3 

Art Unit: 2879 

via bearing surfaces and a hemisphere of the spacer being coated with a fluorescent 
material, the hemisphere being oriented in such a way that its pole lies inside a bearing 
surface. 

Regarding claim 25, the coating of fluorescent material is at least thinner on the 
bearing surface. 

Regarding claim 26, the spacer being formed of glass or ceramics, which has the 
properties of being made of microstructures. 

Regarding claim 27, at least a portion of the surface of the spacer has an anti- 
reflection interference layer. 

Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth ,n section 1 02 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious atYe time the 

pS 0 !! ^ 3 ^?, 6 !°u a perSOn having ordinary ski " in the art t0 which said subject matter pertains 
Patentability shall not be negatived by the manner in which the invention was made. 

Claims 28-35 rejected under 35 U.S.C. 103(a) as being unpatentable over 
Vollkommer et al. (US 6531822) in view of Veres (US 3734702). 

Vollkommer discloses all of the above claim limitations but fails to clearly point 
out the white pigment in the glass being rutile (Ti0 2 ) and the proportion of the white 
pigment in the glass solder is in the range from approximately 1% by weight to 10% by 
weight and the spacer having a cruciform or star-shaped cross section. 

Regarding claims 28-29 and 33, Veres discloses the white pigment in the glass 
being rutile (Ti0 2 ) and the proportion of the white pigment in the glass solder is in the 
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range from approximately 1% by weight to 10% by weight in order to allow for more time 
for sealing parts without developing a seal with uneven stress concentration due to 
crystallization. 

Hence it would have been obvious to use the lamp of Vollkommer with the glass 
being rutile (Ti0 2 ) and the proportion of the white pigment in the glass solder is in the 
range from approximately 1 % by weight to 10% by weight in order to allow for more time 
for sealing parts without developing a seal with uneven stress concentration due to 
crystallization, as taught by Veres. 

Regarding claim 32, it would have been obvious to one of ordinary skill in the art 
at the time the invention was made to select the spacer to have a cruciform or star- 
shaped cross section, since such a modification would have involved a mere change in 
shape of a component, which is generally recognized a being within the level of ordinary 
skill in the art. 

Claims 30-31 and 34-35 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Vollkommer et al. (US 6531822). 

Regarding claims 30 and 34, applicant is claiming process step therein and 
therefore are of product-by-process nature. The courts have been holding for quite 
some time that: "—In spite of the fact that a product-by-process claim may recite only 
process limitations, it is the product which is covered by the claim and not the recited 
process steps-. (In re Hughes, 182 USPQ 106)-". Also -Patentability of a claim to a 
product does not rest merely on a difference in the method by which that product is 
made. Rather, it is the product itself which must be new and unobvious. (In re 
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Pilkington, 162 USPQ 147)-." Accordingly, "-a rejection based on 35 U.S.C. section 
102 or alternatively on 35 U.S.C. section 103 of the statute is eminently fair and 
acceptable." (In re Brown and Safer, 173 USPQ 685 and 688). -The determination of 
the patentability of product-by-process claim is based on the product itself rather than 
on the process by which the product is made-. In re Thrope, 777 F.2d 695, 227 USPQ 
964 (Fed. Cir. 1985). As such, no patentable weight is given to process steps recited in 
claims 30 and 34. 



Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Ken A Berck whose telephone number is (703)305- 
7984. The examiner can normally be reached on Mon-Fri 8:30-4:30. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Nimesh Patel can be reached on (703)305-4794. The fax phone numbers 
for the organization where this application or proceeding is assigned are (703)308-7382 
for regular communications and (703)308-7382 for After Final communications. 

Any inquiry of a general nature or relating to the status of this application or 
proceeding should be directed to the receptionist whose telephone number is (703)308- 
0956. 
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